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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED Jul 3, 2002 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid the abandonment of this application. A proper reply to a final 
rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in condition for 
allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued Examination 
(RCE) in compliance with 37 CFR 1.114. 

THE PERIOD FOR REPLY [check only a) or b)] 

a) The period for reply expires months from the mailing date of the final rejection. 

b) The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever 
is later. In no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the 

final rejection. ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. 
See MPEP 706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate 
extension fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The 
appropriate extension fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally 
set in the final Office action; or (2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the 
mailing date of the final rejection, even if timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 

1. x A Notice of Appeal was filed on Apr 23, 2002 Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. X The proposed amendment{s) will not be entered because: 

(a) X they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) X they raise the issue of new matter (see NOTE below); 

(c) ^ 1 they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) X^ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: Proposed amendment of claims 173. 196. 199. 207, 210, 236. 239. 247, 250, 257, 260. 273, 276 

causes new matter In claims 174. 197. 200. 208, 21 1, 237, 240, 248, 251, 258, 261, 274, 277. 



Applicant's reply has overcome the following rejection(s): 



4. X Newly proposed or amended cfaim(s) see following pages would be allowable if submitted in 

a separate, timely filed amendment canceling the non-allowable claim(s). 

5. !X: The a) affidavit, b) ' ' exhibit, or c) iX) request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: 

see following pages. 

6. The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised 
by the Examiner in the final rejection. 

7. X For purposes of Appeal, the proposed amendment(s) a)X will not be entered or b): ^ will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: 209, 212-228, 243-246, 249. 252-256, 259, and 280-287 

Claim(s) objected to: 159, 160, 162, 163. 165. 166. 168. 169, 183. 186, 189. 192. 230. and 232 

Claim (s) rejected: 157, 158, 161. 167, 170-181. 184, 187, 190. 193-202, 207. 208, 210, 211, 236, 237, 239, 24 ^, 
ClatiTKs)-wrth4fBwn4fem eon^i4©fatfon: ^ > ' ' ^ 



8. The proposed drawing correction filed on is a) approved or b) disapproved by the Examiner. 

9. Note the attached Information Disclosure Statement(s) (PTO-1449) Paper No(s). . 

^ ^ , SCOTT D. PRIEBE, PH.D. 
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Advisory Action 

Item 2.d. (cont.): 

The proposed amendment to claims 173, etc. does not require any particular association 
between the heterologous sequence and the ''nucleic acid". However, the specification describes 
embodiments of operable association of the transcription/translation elements to a nucleic acid 
encoding all or part of SEQ ID NO: 2. Thus, the amendment of claims 173, etc. results in an 
increase in breadth in claims 174, etc. not supported by the specification, as indicated before in 
the Advisory Action of 5/6/02. As indicated in the final rejection, the limitations of claim 174 
and claims 248 and 251 are out of context with respect claim 157 and claim 243, respectively. 
Claims 174, 248, and 251 should be cancelled, as was proposed for claim 177. This new matter 
issue would be obviated for claims 197, 200, 208, 21 1, 237, 240, 258, 261, 274 and 277 by 
amending these claims to include the limitation that the heterologous sequence "selected" is 
operably associated with the "nucleic acid" encoding part or all of SEQ ID NO: 2 AND 
amending claims 196, 199, 207, 210, 236, 239, 257, 260, 273, and 276 as proposed. 



Claims 157, 159-160, 162-163, 165-166, 168-173, 175-176, 179, 207, 210, 230, 232, 247, 
250, 257, 260, 264-273, 275, 276, 278. 

Also, claims 208, 211, 248, 251, 258, 261, 274 and 277 amended as indicated above 
would be allowable. 



Item 4: 
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The proposed amendment to the specification would overcome the objection to the 
specification. 

Item 5: 

Applicant argues that the specification (page 16) teaches that polypeptides that vary from 
SEQ ID NO: 2 by insertions, deletions, and substitutions anywhere in SEQ ID NO: 2 can be used 
to make antibodies. Whereas, the Office contends that the specification describes and enables 
only using fragments of SEQ ID NO: 2. Pages 15-16 of the specification describes variants of 
PDEF and how they may be expected to retain a generic biological activity, e.g. transcription 
factor activity. When discussing the binding of a variant to an antibody specifically (page 16, 
lines 4-11), the only types of variants discussed are those which are fragments of PDEF having 
deletions of amino acids specifically from the N- or C- terminus. No other types of variant are 
mentioned in this context. While other types of variation are contemplated with respect to 
biological activities in general, only N- and C- terminal deletion is discussed in the context of 
antibody binding or immunogenic activity. Applicant's attempts to deconstruct the specification 
are not convincing. Applicant has yet to provide any evidence that it was routine for one of skill 
in the art to intentionally alter a protein sequence by random substitution, insertion, and deletion, 
and then use that altered protein to produce antibodies for binding to the original protein, and 
there is no guidance in the specification for doing so. The previous Office actions have already 
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indicated that the specification enabled the use of fragments of SEQ ID NO: 2, which is the 
subject of page 1 6, lines 4-11. 



